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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

Levi Strauss & Co., )  
 )  

Opposer, )  
 ) OPPOSITION NO.     91175601 

v. )  

Abercrombie & Fitch Trading Co., 
) 
) 

 

 )  
Applicant. )  

 

APPLICANT’S MOTION FOR J UDGMENT ON THE PLEADINGS  

Applicant Abercrombie & Fitch Trading Co. (“A&F”), by and through its attorneys 

of record, K&L Gates LLP, respectfully moves this Board, pursuant to TBMP Rule 504 and 

Fed. R. Civ. P 12(c) for judgment on the pleadings in the above-referenced Opposition of 

Levi Strauss & Co. (“LS&Co.”).  Judgment on the pleadings against LS&Co. is warranted 

based on principles of claim and issue preclusion.   

I. INTRODUCTION AND SUMMARY OF THE ARGUMENT  

 A&F should be granted judgment on the pleadings in this Opposition because the 

identical claims and issues raised in this proceeding have already been fully and finally 

adjudicated against LS&Co. in the federal civil jury trial Levis Strauss & Co. v. Abercrombie 

& Fitch Trading Co., Case No. C 07-03752 JSW (JL) (N.D. Cal. 2011) (hereafter, the “Civil 

Action”).  LS&Co. had its day in federal court and it lost.  Giving LS&Co. a second bite at the 
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apple is contrary to law and would work a substantial injustice to A&F who already incurred 

nearly $2,000,000 in attorneys’ fees and costs1 defending against the exact same burdensome 

and oppressive – and, ultimately, baseless – claims in federal court.   

 Several years ago now, LS&Co. instituted this Opposition proceeding on the alleged 

grounds that A&F’s Trademark Application for a pocket stitching design (the “A&F Design”) 

infringed and diluted LS&Co.’s “Arcuate Trademark.”  After LS&Co. initiated this 

Opposition, it filed a Complaint in the U.S. District Court for the Northern District of 

California alleging that the exact same A&F Design infringed and diluted the exact same 

Arcuate trademark.  Among other claims for relief, LS&Co. sought an order from the federal 

court barring the PTO from registering the A&F Design.  After initiating the federal action, 

LS&Co. moved to stay this Opposition proceeding, claiming “[t]he outcome of the Civil 

Action will  have a bearing on or be dispositive of the instant proceeding.”  TTAB Doc. 5, p. 2 

(emphasis supplied).  Now, after LS&Co. was soundly defeated at trial and ultimately 

dismissed the federal action with prejudice, it is attempting to breathe life back into this 

Opposition.  As Chief Judge Alex Kozinski of the Ninth Circuit Court of Appeals recently 

stated, “[a]t some point, litigation must come to an end. That point has now been reached.”2   

That sentiment applies with powerful force here.  As the law and common sense dictate, 

judgment on this Opposition must be granted in A&F’s favor.   

 

 

                                                           
1 See Exhibit A attached hereto, Court Doc. 368-1, ¶10.  The pertinent documents of record in 
Levi Strauss & Co. v. Abercrombie & Fitch Trading Co., Case No. C 07-03752 JSW (JL) 
(N.D. Cal. 2011) (herein “Ex. ___, Court Doc. ___”) are attached to this motion and 
incorporated herein by reference as though set forth fully herein.  Pursuant to Fed. R. Evid. 
201, A&F requests that the Board take judicial notice of the documents of record in the Civil 
Action, which are “capable of accurate and ready determination by resort to sources whose 
accuracy cannot reasonably be questioned.”  Fed. R. Evid. 201(b)(2).   
2 Facebook, Inc. v. Pac. Northwest Software, Inc., 640 F.3d 1034, 1042 (9th Cir. 2011). 
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II. FACTUAL AND PROCEDURAL HISTORY  

A. LS&Co. Opposed Registration of A&F’s Design.  

 On December 5, 2005, A&F filed an Intent to Use Application, Serial No. 78/766,368 

for registration on the Principal Register of a design mark consisting of a miscellaneous 

mirror image stitching design on the pockets of clothing, namely, jeans, skirts, shorts, pants 

and jackets (“A&F’s Design”).  See Application, Serial No. 78/766,368 (“Intent to Use 

Application”)3.   

Here is the A&F Design as set forth in the Intent to Use Application at issue here:   

 

 

 

 

 

The Intent to Use Application was published for opposition on January 16, 2007.   

On February 9, 2007, LS&Co. filed a Notice of Opposition (“Opposition”), alleging 

that it would be damaged by registration of A&F’s Design.  LS&Co. alleged that it is the 

owner of the “Arcuate” Stitching Design Trademark (hereafter, the “Arcuate Trademark”) 

reflected in Registration Nos. 404,248, 1,139,254, 2,791,156, and 2,794,649.  TTAB Doc. 1.  

Here is the Arcuate Trademark as depicted in LS&Co.’s registrations cited in its Opposition: 

 

 

                                                           
3 Four days later, on December 9, 2005, A&F filed a Use Application, Serial No. 78/977,782 
for registration of the same A&F Design.  See Application, Serial No. No. 78/977,782 (“Use 
Application”).  This Use Application subsequently registered on the Supplemental Register as 
Registration No. 3,451,669.  LS&Co. petitioned the PTO to cancel the Registration.  See 
Cancellation No. 02049913.  Concurrently with this motion, A&F has moved to dismiss 
LS&Co.’s Petition for Cancellation on the same grounds set forth herein.   
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Specifically, LS&Co.’s Opposition alleged garden variety trademark “infringement” 

and trademark “dilution” claims.  For example, LS&Co. alleged that A&F’s Design: 1)  “will 

lead the public to conclude, incorrectly, that [A&F] is or has been, and [A&F’s] goods 
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displaying the mark are or have been, authorized, sponsored, or licensed by LS&Co.” in 

violation of 15 U.S.C. § 1052(a) (see TTAB Doc. 1, pp. 3-4); 2) is  “deceptively similar to 

LS&Co.’s Arcuate Trademark so as to cause confusion, or to cause mistake or to deceive the 

public as to the origin of [A&F’s] goods bearing that trademark,” in violation of 15 U.S.C. § 

1052(d) (id).; 3) is “likely to cause confusion, or to cause mistake or to deceive the public as 

to the source of [A&F’s] goods,” in violation of 15 U.S.C. § 1052(d) (id.); and 4) is “likely to 

cause dilution of the distinctive quality of LS&Co.’s Arcuate Trademark, in violation of 15 

U.S.C. § 1125(c).” Id.   

On March 21, 2007, A&F answered the Opposition and denied all allegations of 

infringement and dilution.  TTAB Doc. 4.   

B. LS&Co. Filed a Federal Complaint Against A&F for Trademark 
Infringement and Dilution and Specifically Requested An Order From 
The Court That Would Direct the PTO to Refuse Registration of A&F’s 
Trademark Application at Issue Here.  

On July 20, 2007, LS&Co. filed a Complaint in the United States District Court for the 

Northern District of California against A&F, alleging that the very same A&F’s Design 

infringed and diluted the very same Arcuate Trademark at issue in this Opposition.  See Ex. B, 

Court Doc. 1.   This is the A&F Design attached to LS&Co.’s Complaint: 
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LS&Co. attached to its Complaint the same registrations for the Arcuate Trademark cited in 

its Opposition.  Its Complaint also attached the following Arcuate Trademark design: 

 

 

 

 

 

 

 

 

Just like the typical allegations of infringement and dilution in its Opposition, LS&Co. 

alleged in its Complaint that A&F’s Design 1) is “likely to cause confusion, mistake or 

deception by or in the public as the affiliation, connection, association, origin, sponsorship or 

approval of the infringing products;” 2) is “causing the public falsely to associate LS&Co. 

with A&F and/or its products, or vice versa;” 3) is “creating a likelihood of confusion, 

mistake and deception” as to the source of A&F’s products; and 4)  has “diluted or is likely to 

dilute” the distinctive quality of LS&Co.’s Arcuate Trademark, in violation of 15 U.S.C. 

1125(c).  Ex. B, Court Doc. 1, pp. 4-5.4   

Notably, LS&Co.’s Complaint also alleged that A&F had filed trademark applications 

with the PTO to register the A&F Design, and specifically referenced the two Serial Numbers 

78/766,368 and 78/977,782 for A&F’s Intent to Use Application, at issue here, and A&F’s 

Use Application, at issue in the concurrently pending Cancellation proceeding. 

LS&Co.’s prayer for relief sought injunctive relief prohibiting A&F’s use of the A&F 

Design, damages, lost profits and A&F’s profits.  Of significance here, LS&Co. also 

                                                           
4 LS&Co. also asserted state law claims for dilution, trademark infringement and unfair 
competition under California law.  Id.   
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requested that the Court “[d]irect the PTO to refuse registration to Trademark 

Application Serial Numbers 78/766,368 and 78/977,782.”  Ex. B, Court Doc. 1 at p. 8 

(emphasis supplied).   

On the same day LS&Co. filed its Complaint, it also filed a motion to suspend this 

Opposition proceeding pending disposition of the federal Civil Action.  TTAB Doc. 5.  In its 

motion, LS&Co. asserted, “The outcome of the Civil Action will have a bearing on or be 

dispositive of the instant proceeding.”  Id. at p. 2 (citing 37 C.F.R. § 2.117) (emphasis 

supplied).  On August 7, 2007, the Board ruled that LS&Co.’s motion to suspend was “well 

taken” and suspended the proceedings.  TTAB Doc. 6.  

C. The Civil Action Resulted in Judgment Against LS&Co. on its Complaint. 

Following eighteen months of litigation culminating in a jury trial, on December 

22, 2008, a jury rendered a unanimous verdict of non-infringement and an advisory verdict of 

no dilution against LS&Co.5  Ex. C, Court Doc. 352 (Special Verdict Form).  On April 22, 

2009, the Court entered Findings of Fact and Conclusions of Law holding that A&F was 

entitled to a judgment of non-liability on LS&Co.’s dilution claim.  Ex. D, Court Doc. 363, p. 

15.  On the same date, the Court entered judgment in favor of A&F and against LS&Co., 

holding that LS&Co. “shall take nothing by way of its Complaint.”  Ex. E, Court Doc. 364.  

On June 1, 2009, the Court denied LS&Co.’s Renewed Motion for Judgment as a Matter of 

Law on the Dilution Claim.    Ex. F, Court Doc. 380.   

On June 23, 2009, LS&Co. filed a Notice of Appeal to the Ninth Circuit Court of 

Appeals seeking to reverse the District Court’s judgment on the dilution claim, but did not 

appeal the jury’s verdict of non-infringement.  Ex. G, Court Doc. 389.  The Ninth Circuit 

reversed the District Court’s judgment on the dilution claim and remanded for further 

proceedings.  Levi Strauss & Co. v. Abercrombie & Fitch Trading, Co., 633 F.3d 1158, 1175 

                                                           
5 At trial, LS&Co. sought only injunctive relief on its dilution claim under the Lanham Act, 
making it an issue for the trial judge to decide.   
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(9th Cir. 2011).  On March 23, 2011, the District Court reopened the Civil Action.  Ex. H, 

Court Doc. 402.  Although LS&Co. could have moved forward with its dilution claim before 

the trial judge, LS&Co. filed a Request for Voluntary Dismissal with prejudice pursuant to 

Fed. R. Civ. P. 41(a)(2).  Ex. I, Court Doc. 405.  The Court dismissed LS&Co.’s action with 

prejudice. Ex. J, Court Doc. 407.   

On July 25, 2011, these Opposition proceedings resumed based on LS&Co.’s request.  

TTAB Doc. 21.   

III. LEGAL ARGUMENT  

A.  The Legal Standards Governing this Motion for Judgment on the Pleadings. 

Pursuant to Fed. R. Civ. P. 12(c),6 allowing for judgment on the pleadings, the Board 

should enter judgment for A&F on LS&Co.’s Opposition based on principles of claim and 

issue preclusion.    

Under Fed. R. Civ. P 12(c), “[j]udgment on the pleadings is appropriate where there 

are no material facts in dispute and the party is entitled to judgment as a matter of law. Forest 

Labs., Inc. v. United States, 476 F.3d 877, 881 (Fed. Cir. 2007) (analyzing motion under 

Court of International Trade Rule 12(c), identical to Fed. R. Civ. P. 12(c)); see also  

Milne ex rel. Coyne v. Stephen Slesinger, Inc., 430 F.3d 1036, 1042 (9th Cir. 2005) (setting 

forth same standard for Rule 12(c) motion).  “A motion brought pursuant to Fed. R. Civ. P. 

12(c) is designed to dispose of cases where the material facts are not in dispute and a 

judgment on the merits can be rendered by looking to the substance of the pleadings and any 

judicially noticed facts.”  Hebert Abstract Co. v. Touchstone Properties, 914 F.2d 74, 76 (5th 

                                                           
6 TBMP Rule 504 is based on Fed. R. Civ. P. 12(c).  The Board has adopted the Federal Rules 
for inter partes proceedings.  Trademark Rule 2.116(a); see also Mayer/Berkshire Corp. v. 
Berkshire Fashions, Inc., 424 F.3d 1229, 1231 (Fed. Cir. 2005) (citing 37 C.F.R. § 2.116(a), 
which states "Except as otherwise provided, and wherever applicable and appropriate, 
procedure and practice in inter partes proceedings shall be governed by the Federal Rules of 
Civil Procedure."). 
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Cir. 1990) (per curiam) (citing 5A Wright & Miller, Federal Practice & Procedure, § 1367 at 

509-10 (1990);  J.M. Blythe Motor Lines Corp. v. Blalock, 310 F.2d 77, 78-79 (5th Cir. 

1962)); see also TBMP Rule 504.02 (“A motion for judgment on the pleadings is a test solely 

of the undisputed facts appearing in all the pleadings, supplemented by any facts of which the 

Board will take judicial notice.”).   

On a Rule 12(c) motion, it is proper to consider “the complaint, the answer, any 

written documents attached to them, and any matter of which the court can take judicial notice 

for the factual background of the case.”  L-7 Designs, Inc. v. Old Navy, LLC, 647 F.3d 419, 

422 (2d Cir. 2011); see also Mallow v. United States, 161 Ct. Cl. 446 (Ct. Cl. 1963) (where 

the court took judicial notice of court records in a companion case).  As the Federal Circuit 

has stated, “the most frequent use of judicial notice of ascertainable facts is in noticing the 

content of court records.”  Genentech, Inc. v. United States Intern. Trade Com'n, 122 F.3d 

1409, 1417 (Fed. Cir. 1997).  This judicial practice is routinely engaged in for purposes of 

assessing, as here, whether claim preclusion or issue preclusion (i.e. res judicata or collateral 

estoppel) apply to bar claims in a subsequent judicial or quasi judicial proceeding.  See, e.g., 

Kramer v. Time Warner Inc., 937 F.2d 767, 774 (2d Cir. 1991) (“[C]ourts routinely take 

judicial notice of documents filed in other courts ... not for the truth of the matters asserted in 

the other litigation, but rather to establish the fact of such litigation and related filings.”); see 

also AmBase Corp. v. City Investing Co. Liquidating Trust, 326 F.3d 63, 72 (2d Cir. 2003) 

(“[W]e can affirm the dismissal of a complaint for failure to state a claim based on the 

affirmative defense of res judicata if all relevant facts are shown by the court's own records, 

of which we can take judicial notice.”);  Rene v. Jablonski,  2009 WL 2524865, at *8 

(E.D.N.Y. Aug. 17, 2009) (“Furthermore, in evaluating the res judicata effect of a prior 

action, ‘courts routinely take judicial notice of documents filed in other courts, again not for 

the truth of the matters asserted in the other litigation, but rather to establish the fact of such 

litigation and related findings’”). 
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Accordingly, considering the pleadings on record in this Opposition and taking 

judicial notice of the documents of record in the Civil Action pursuant to Fed. R. Evid. 201, 

there are no material facts in dispute and A&F is entitled to judgment as a matter of law.   

B. LS&Co.’s Opposition is Barred by Claim Preclusion. 

Under the doctrine of claim preclusion (res judicata), “a judgment on the merits in a 

prior suit bars a second suit involving the same parties or their privies on the same cause of 

action.”  Acumed LLC v. Stryker Corp., 525 F.3d 1319, 1323 (Fed. Cir. 2008) (quoting 

Parklane Hosiery Co. v. Shore, 439 U.S. 322, 326 (1979).  Claim preclusion applies when: (1) 

there is identity of the parties; (2) there has been an earlier final judgment on the merits of a 

claim; and (3) the second claim is based on the same set of transactional facts as the first 

claim.  Nasalok Coating Corp. v. Nylok Corp., 522 F.3d 1320, 1324 (Fed. Cir. 2008) (citing 

Jet, Inc. v. Sewage Aeration Sys., 223 F.3d 1360 (Fed. Cir. 2000)).  Claim preclusion bars any 

claims that could have been raised, even if they were not, in the prior action.  See Perma 

Ceram Enters. Inc. v. Preco Indus. Ltd., 23 U.S.P.Q.2d 1134, 1138 (TTAB 1992).   

 As set forth below, all elements of claim preclusion are easily satisfied here.   

1. The first element of claim preclusion is met because the named 
parties in this Opposition are the identical parties named in the 
federal litigation.  

As to the first element of claim preclusion, the parties to this proceeding and the 

parties in the Civil Action are exactly the same.  The Opposition is between A&F and 

LS&Co.  The Civil Action is also between A&F and LS&Co.  Ex. B, Court Doc. 1.  Jet, Inc. 

v. Sewage Aeration Sys., 223 F.3d 1360, 1363 (Fed. Cir. 2000) (when the parties to both 

claims are identical, the first element has been met).  LS&Co. loses on this element.   

2. The second element of claim preclusion is met because LS&Co.’s 
Opposition asserts the same claims that were finally adjudicated 
against it on the merits in the Civil Action.   

 As to the second element of claim preclusion, LS&Co.’s Opposition advances the 

same claims that were finally adjudicated against it on the merits in the Civil Action. The 
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following chart provides a side-by-side comparison of the claims asserted in the Opposition, 

the Civil Action, and the result in the Civil Action.      

 
 

Type of Claim 
 

Allegations In 
Opposition 

 
Allegations in 
Federal Court 

 

 
Result in Civil 
Action 

 
 
Trademark 
Infringement 

A&F’s Design is 
“deceptively similar to 
LS&Co.’s Arcuate 
Trademark so as to 
cause confusion, or to 
cause mistake or to 
deceive the public as to 
the origin of [A&F’s] 
goods” and is “likely to 
cause confusion” as to 
the source of A&F’s 
goods. TTAB Doc. 1, 
pp. 3-4. TTAB Doc. 1, 
pp. 3-4. 
 

A&F’s Design is 
“creating a likelihood 
of confusion, mistake 
and deception…as to 
the source of [A&F’s] 
goods” and is 
“causing the public 
falsely to associate 
LS&Co. with A&F 
and/or its products, or 
vice versa.”  Ex. B, 
Court Doc. 1, pp. 4-5. 
 

 
JURY VERDICT IN 
FAVOR OF A&F 

 

 
Trademark 
Infringement 

A&F’S Design will 
“lead the public to 
conclude, incorrectly 
that [A&F and/or its 
goods are]…authorized, 
sponsored, or licensed 
by LS&Co.” (id.); 

A&F’s Design is 
“likely to cause 
confusion, mistake or 
deception by or in the 
public as to the 
affiliation, 
connection, 
association, origin, 
sponsorship or 
approval of the 
infringing products” 
(id.);   
 

 
JURY VERDICT IN 
FAVOR OF A&F 

 
Trademark 
Dilution 

A&F’s Design “has or is 
likely to cause dilution” 
of LS&Co.’s Arcuate 
Trademark.  Id.  
 

A&F Design “has 
diluted or [is] likely to 
dilute” LS&Co.’s 
Arcuate Trademark. 
Id.  

 
DISMISSAL WITH 
PREJUDICE 

 As the foregoing chart shows, LS&Co.’s trademark infringement claims were finally 

adjudged on the merits in the Civil Action in A&F’s favor, satisfying the second element of 
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claim preclusion.  Jet, Inc., 223 F.3d at 1363 (stating that the Sixth Circuit’s ruling on appeal 

that there was no infringement was a final adjudication); Fitch v. Hughes Aircraft Co., 926 

F.2d 1574, 1577 (Fed. Cir. 1991) (stating that plaintiff’s claims were litigated to a final 

judgment when the defendant’s motion for summary judgment was granted and the plaintiff 

failed to appeal).   

Likewise, LS&Co. fully litigated its dilution claim and the District Court entered a 

judgment of non-liability on the dilution claim.  Ex. E, Court Doc. 364.  LS&Co. appealed 

this decision to the Ninth Circuit Court of Appeals, which reversed and remanded back to the 

District Court.  On remand, however, LS&Co. voluntarily dismissed its dilution claim with 

prejudice pursuant to Fed. R. Civ. P. 41(a).  Ex. I, Court Doc. 405.  “A voluntary dismissal 

with prejudice operates as a final adjudication on the merits and has a res judicata effect.”  

Warfield v. AlliedSignal TBA Holdings, Inc., 267 F.3d 538, 542 (6th Cir. 2001) (citing 

Harrison v. Edison Bros. Apparel Stores, Inc., 924 F.2d 530, 534 (4th Cir. 1991)).  Thus, as to 

LS&Co.’s dilution claim, it was finally adjudged on the merits in the Civil Action, satisfying 

the second element of claim preclusion. 

Furthermore, LS&Co.’s Complaint in the Civil Action requested that the District 

Court “[d]irect the PTO to refuse registration to Trademark Application Serial Numbers 

78/766,368 and 78/977,782” (Ex. B, Court Doc. 1, p. 8) – the very same relief LS&Co. seeks 

in this Opposition proceeding and in its concurrently pending Petition for Cancellation.  The 

Court dismissed LS&Co.’s Complaint, including this claim, with prejudice.  See Warfield, 

267 F.3d at 542 (dismissal with prejudice is a final adjudication on the merits).   The second 

element is easily satisfied here.    

3. The third element of claim preclusion is met because the 
Opposition and the Civil Action are based on the same set of 
transactional facts.  

As to the third and final element of claim preclusion, the Opposition is based on the 

same transactional facts as the Civil Action.  In determining whether the same set of 
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transactional facts are present, the Federal Circuit considers whether the facts are related in 

time, space, origin, or motivation, whether they form a convenient trial unit, and whether their 

treatment as a unit conforms to the parties’ expectations or business understanding or usage.  

Phillips/May Corp. v. U.S., 524 F.3d 1264, 1271 (Fed. Cir. 2008). 

As set forth above, the claims are exactly the same and the evidence of transactional 

facts necessary to prove “likelihood of confusion,”  deception as to “affiliation, connection, 

association, origin, sponsorship, or approval”, and “likely to dilute” in the Civil Action 

(Ex. B, Court Doc. 1, pp. 4-5) is the same evidence that is necessary to prove “likely to cause 

confusion,” deception as to “authorized, sponsored, or licensed,” and “likely to cause 

dilution” in this Opposition.  TTAB Doc. 1, pp. 3-4.  Specifically:  

Under Section 2(a) of the Lanham act, 15 U.S.C. § 1052(a), whether A&F’s Design 

“falsely suggest[s] a connection” with LS&Co. such that registration should be refused 

involves the same inquiry for LS&Co.’s unfair competition claim in the Civil Action: whether 

A&F’s Design is likely to “deceive as to the affiliation, connection, or association of [A&F] 

with [LS&Co.], or as to the origin, sponsorship, or approval of A&F’s goods, services, or 

commercial activities by [LS&Co.].”  Cf. 15 U.S.C. § 1052(a) with 15 U.S.C. § 1125(a).   

Likewise, under Section 2(d) of the Lanham Act, 15 U.S.C. § 1052(d), the test for 

trademark registration uses the same "likelihood of confusion" standard as the test for 

trademark infringement. Tillamook Country Smoker, Inc. v. Tillamook County Creamery 

Ass'n, 465 F.3d 1102, 1111 (9th Cir. Or. 2006) (citing Jet, Inc. v. Sewage Aeration Sys., 223 

F.3d 1360, 1364 (Fed. Cir. 2000); 6 McCarthy on Trademarks and Unfair Competition § 

23:78).   

The standard for refusing registration based on likelihood of dilution is the same exact 

standard used to determine a dilution claim, as both are based on the standards in 15 U.S.C. 

§ 1125(c).  Cf. 15 U.S.C. § 1052(f) (mark which would be likely to cause dilution by blurring 

or dilution by tarnishment under section 43(c) [15 U.S.C. § 1125(c)], may be refused 
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registration only pursuant to proceeding under section 13 [15 U.S.C. § 1063]) with 15 U.S.C. 

§ 1125(c) (providing civil remedy for dilution of famous mark).   

Moreover, the facts alleged by LS&Co. in its Opposition and Complaint are related to 

the same period of time, they come from the same origin, and they concern the same 

geographic area (United States).  In particular, both allege the registration and distinctiveness 

of LS&Co.’s Arcuate Trademark, A&F’s trademark applications to register A&F’s Design, 

the likely confusion and dilution from A&F’s Design, and the resulting damage and injury to 

LS&Co. and the public.  Cf. Ex. B, Court Doc. 1 with TTAB Doc. 1.   

The binding effect of the civil judgment also conforms to the parties’ expectations, as 

LS&Co. expressly agreed that the outcome of the Civil Action “will have a bearing on or be 

dispositive of the instant proceeding.”  TTAB Doc. 5, p. 2.  Furthermore, and most telling, 

even LS&Co. considered the refusal of registration of A&F’s Intent to Use Application a 

convenient trial unit as evidenced by its inclusion of a specific request to refuse registration in 

its Complaint.  Such evidence also shows that LS&Co.’s motivation in this Opposition and 

the Civil Action is the same:  to stop A&F’s use and registration of the A&F Design.   

For all these reasons, the Board should enter judgment in A&F’s favor on LS&Co.’s 

Opposition.   

C. LS&Co.’s Opposition is Barred By Issue Preclusion. 

An additional and independent basis to enter judgment in A&F’s favor on LS&Co.’s 

Opposition is issue preclusion.  Even where claim preclusion does not apply (here it does), 

“the particular facts of certain cases may allow for the use of issue preclusion to bar 

relitigation…”  Jet, Inc. v. Sewage Aeration Sys., 223 F.3d 1360, 1365 (Fed. Cir. 2000); see 

also  Stephen Slesinger, Inc. v. Disney Enters., Inc., 2011 WL 2489755, at * 3-7 (TTAB June 

8, 2011) (precluding relitigation of issues determined in Civil Action that were raised again 

during cancellation proceeding).  The underlying rationale of issue preclusion is that “a party 
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who has litigated an issue and lost should be bound by that decision and cannot demand that 

the issue be decided again.”  Slesinger, Inc., 2011 WL 2489755 at *4.   

The doctrine of issue preclusion, which serves to bar the revisiting of issues that have 

been already fully litigated, has four elements: “(1) identity of the issues in a prior 

proceeding; (2) the issues were actually litigated; (3) the determination of the issues was 

necessary to the resulting judgment; and (4) the party defending against preclusion had a full 

and fair opportunity to litigate the issues.”  Jet, Inc., 223 F.3d. at 1366. 

1. The first element of issue preclusion is met because the issues in the 
Civil Action and this Opposition are the same.  

As to the first element of issue preclusion, the issues of whether A&F’s Design causes 

a likelihood of confusion or mistake as to connection or sponsorship with LS&Co.’s Arcuate 

Trademark are the same issues that were litigated with respect to LS&Co.’s infringement 

claim in the Civil Action.  The issue of whether A&F’s Design dilutes or is likely to dilute 

LS&Co.’s Arcuate Trademark was also at issue in the Civil Action.  Thus, the same issues are 

present in this Opposition proceeding as were present in the Civil Action. 

2. The second element of issue preclusion is met because the issues 
were fully litigated in the Civil Action.   

As to the second element of issue preclusion, the specific issues LS&Co. raises in its 

Opposition were fully litigated in the Civil Action.  The infringement issue was tried to a jury, 

which found there was no infringement.  Ex. C, Court Doc. 352.  A final judgment, not 

appealed by LS&Co., was entered on that claim.  Ex. E, Court Doc. 364.  The dilution issue 

was adjudged by the District Court, reversed and remanded by the Ninth Circuit, and then 

dismissed with prejudice; thus, the dilution issue was fully litigated.  Ex. I, Court Doc. 405.  

Innovative Eng'g Solutions, Inc. v. Misonix, Inc., 2007 U.S. Dist. LEXIS 32964 (D. Or. May 

3, 2007) (“For purposes of claim and issue preclusion, dismissal with prejudice is a 

determination on the merits”) (citing Leon v. IDX Sys. Corp., 464 F.3d 951, 962 (9th Cir. 



 - 16 - 

2006)).  Therefore, LS&Co.’s likelihood of confusion, false connection or sponsorship, and 

dilution issues have been actually litigated. 

3. The third element of issue preclusion is met because the issues 
decided in the Civil Action were necessary to the judgment there. 

As to the third element of issue preclusion, the issues decided in the Civil Action were 

necessary to the judgment there.  To succeed on its infringement claim, it was necessary for 

LS&Co. to establish a likelihood of confusion or deception as to affiliation, connection, 

association, origin, sponsorship or approval.  15 U.S.C. § 1114; 15 U.S.C. § 1125(a).  To 

succeed on its dilution claim, it was necessary for LS&Co. to establish a likelihood of 

dilution.  15 U.S.C. § 1125(c).  LS&Co. failed to prove these essential elements of its claims 

and, as such, judgment was entered on the infringement claim and the rest of the Complaint 

was dismissed with prejudice.  As set forth above, these are the same standards LS&Co. 

would need to meet to succeed on its Opposition.   

4. The fourth element of issue preclusion is met because LS&Co. had 
a full and fair opportunity to litigate the issues in the Civil Action.     

As to the fourth and last element of issue preclusion, LS&Co. had a full and fair 

opportunity to litigate the exact same issues that it raises in its Opposition.  LS&Co. was 

represented by counsel throughout the Civil Action and prosecuted its case through trial and 

appeal.  See generally Court Docs attached to this motion.   

In light of the foregoing, LS&Co. should be collaterally estopped from relitigating the 

issues of likelihood of confusion, false suggestion of a connection or sponsorship, and 

dilution during this Opposition proceeding.  Because LS&Co. lost on those issues in the Civil 

Action and its Opposition is based entirely on those same issues, judgment on the Opposition 

should be entered in A&F’s favor.  Slesinger, Inc., 2011 WL 2489755 at *8.   

IV. CONCLUSION  

For the foregoing reasons, A&F should be granted judgment on the pleadings on 

LS&Co.’s Opposition on the grounds of claim and issue preclusion.  The exact same claims 
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and issues asserted in the Opposition were raised, fully litigated and adjudged on the merits 

against LS&Co. in Levi Strauss & Co. v. Abercrombie & Fitch Trading Co., Case No. C 07-

03752 JSW (JL) (N.D. Cal. 2011).   
 

Dated this 14th day of November, 2011. 

K&L GATES LLP 

 
By___J. Michael Keyes______________ 
     Kathryn M. Wheble 
     J. Michael Keyes 
      Rachel R. Davidson 
     Kjirstin Graham  

K&L Gates LLP 
Four Embarcadero Center, Suite 1200  
San Francisco, CA 94111 
415.882.8200  
415.882.8220 (fax) 
kathryn.wheble@klgates.com 
mike.keyes@klgates.com 
kjirstin.graham@klgates.com  

 
    Attorneys for Applicant 
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CERTIFICATE OF SERVICE  
 

I hereby certify that a true and complete copy of the foregoing document:  
Applicant’s Motion for Judgment on the Pleadings, was served on Attorneys for Registrant 
on November 14, 2011 by enclosing a copy of said documents in an envelope addressed as set 
forth below and by causing such envelope to be delivered as indicated below: 

 
GIA L. CINCONE  
TOWNSEND AND TOWNSEND AND CREW LLP  
TWO EMBARCADERO CTR. 8TH FL. 
SAN FRANCISCO, CA 94111 
UNITED STATES 
gcincone@kilpatricktownsend.com 
 

[X]  BY MAIL: A true and correct copy of such document was placed in a sealed envelope, 
addressed as shown above, and such correspondence was deposited, with postage fully 
prepaid, in a United States Post Office mail box at San Francisco, CA on the same day 
in the ordinary course of business. 

 
 [ ] BY FACSIMILE: Such document was faxed to the facsimile transmission machine 

with the facsimile machine number stated above.  Upon completion of the 
transmission, the transmitting machine issued a transmission report showing the 
transmission was complete and without error. 

 
[ ] BY ELECTRONIC MAIL: Such document was transmitted to the e-mail address 

listed above.  The e-mail was not returned as undeliverable 
 
 I declare, under penalty of perjury, that the foregoing is true and correct and is 
executed November 14, 2011 at Spokane, Washington.   
 

J. Michael Keyes   
K&L Gates LLP 
Four Embarcadero Center, Suite 1200  
San Francisco, CA 94111 
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